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discussed in that conversation in response to the Examiner's request in a subsequent telephone 
interview on November 4, 2002 with regard to the Final Office Action mailed by the Exbmner 
. \ on 24: September 2002. , [ 

The Final Office Action rejects claims 1 - 20 under 35 U.S.C. 103(a) as being unpatentable 
over Suess, et al., U. S. 5,985,078 in view of Abrams, U.S. 5,908,527. Applicants respectfully 
request that the Examiner reconsider allowance of claims 1-20 with regard to the rejebtlori 
based upon " metallic embossjn gJoiT advanced by the Examiner on pages 2 and 3 of the first 
Office Action and repeated verbatim on pages 2 and 3 of the Final Office Action, ^plicahts do 
not claim a"metallic embossing foil" in any of the independent claims 1, 11 or 20 but only refer 
to the term "metallic" in dependent claims 16 and 19, pending from independent clfiim 11, 
wherein the "metallic" coating on a transfer sheet is applied to an already embossed wrapping 
film to create Applicants' novel laminated embossed wrapping film of claim ITJ In other; wpnds, 
in clatims 16 and 19, Applicants apply, by hot transfer, the metallic coating from a hot transfer 
foil onto an embossed (raised) surface of a wrapping film and remove the carrier, as wefl as the 
portion of coating not transferred, thus creating the novel laminat ed^gcjbgs sed wrapping: film. 
Thus, Applicants believe that the rejection of claims 1 - 20 based on use of the terms "metallic 
embossing foil" is improper and respectfully request reconsideration and allowance of cl^infis|l - 
20. If the Examiner persists in this rejection, Applicants also respectfully requ&st jthe 
; Examiner's assistance with language acceptable to the Examiner to render these clafms 

allowable. 

In all other claims, Applicants apply, by hot transfer , coating from at least one hot 'ttanifer 
foil onto a planar wrapping film and thereafter remove the carrier thus creating Uie n^vel 
laminated wrapping films recited in claims 1-15, 17, 18 and 20. Suess, et al., admit thatithe 
material of Fig. 1 is readily available and the ink thereon is transferred by means of a| nortnal 
transfer operation to the surface of the machine and thereafter be laser etched through the outer 
protective layer and the first lacquer layer. Thus, as Applicants assert in Amendment A^fifed on 
08 July 2002, Suess, et al. 5 is merely describing the known processes of applying the irik,; plaint 
or lacquer layers to the polyester backing carrier including the adhesive layer. The Exinnnter's 
attention is drawn to column 3 in lines 4 - 7 wherein Suess, et al., describe the ^onnar^trartsfe r 
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operation and in column 5 in lines 9-10 wherein Suess, et al, describe Fig 1 as a partial 1 vifew in 
section through^hot embossing foil for use in a method of the invention^ Thus, in clips' 16 


and 19, Applicants use the same commercially available hot transfer foil used by Suess, & $ -i to 
create the novel laminated wrapping films. Suess, et al., also admit that the hot embossing foil 
is applied as "...layers of lacquer in an only region-wise manner to a flexible carrier sdcli as a 
plastjc foil or metal strip, for example by means of a printing process." In printing processes 
known long before the time of Suess, et al., it was common to print "region-wise" byp^injg a 
printing roller having raised portions (that is, an embossing roller) which only printed; oh the 
carrier where the raised portions of the roller applied heat and/or pressure to the carrier.' It is 
clear through a careful review of the independent claim of Suess, et al., that the entire disclpsjure 
of Suess, et al., is directed to the method of marking a surface and not the material applied to 
the surface. Thus, Suess, et al., are applying the entire structure of Fig. 1 to the surface jto be 

marked and thereafter laser etching the outer layer of lacquer and the protective |a^er. 

f \ : 

Applicants prepared drawings using the cross-sectional structures as shown in Abrams,. T^elson 
and Suess, et al., to try to understand the Examiner's rejections advanced in the first Ofpce 
Action, these drawings clearly showing that the references do not teach Applicants' di$cljpsjirfc. 

Referring now to the drawing on the left labeled "Suess, 4t $1.; as 
recited" that was faxed to the Examiner on October 28, 2(^02, ;the 
lacquers are adhered to the machine substrate and the cirrier is 
removed from the protective layer. The 
protective lacquer layer and the 1 st colored 
lacquer layer are then etched "region-wise" at 
numeral IV 

Contrasting this structure to the drawing 
~ labeled "Applicants* disclosure" appearing on 
the right, the Examiner will readily observe that 
Applicants begin with a wrapping film (paper), 
apply an adhesive to one side of the paper, apply a decorative surface to 
the side of the wrapping paper opposite the side having the adhesive 
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thereon, apply at least one additional adhesive and hot transfer ink to the decorative surface $y 
removing the adhesive and hot transfer ink from a carrier in a hot transfer process, wherein ^ach 
of the layers of hot transfer ink has the carrier removed therefrom. The final laminated 
decorative wrapping film is wound upon a spindle to create a roll of decorative material for 
subsequent application to a substrate. The Examiner will surely appreciate that Ajpplicknts 
retain the flexible wrapping paper with the decorative material applied thereto whereas Si&ss, :et 
al., dp not. The Examiner will further appreciate that the commercially available material us$d 
by Suess, et al., could as easily be used by Applicants to apply same to another decorative 
surface. Thus, it is not the commercially available hot transfer material that Applicants sjeek to 
obtain a letters patent upon but rather the laminated wrapping material made by marrying at 
least two decorative materials together as shown in the drawing labeled "Applicants' disclosure" 
and in Figs. 3, 4, 6 7 8 and 9 in the original specification wherein the wrapping film has been 
shown as applied to a piece of molding. Thus, Applicants believe that the rejection of claims 1 - 
20 based on use of the terms "metallic" combined with "embossing foil" is impropfer ahd 
respectfully request reconsideration and allowance of claims 1-20. 

Additionally, referring to Abrams showing of a printed foil laminate, 
as is evident in the drawing labeled Abrams, as recited, appearing here 
at the left, in contrast to Suess, et al., and Applicants' disclosing, both 
shown above, Abrams retains an aluminum foil sheet and a top layer 

of thermoplastic, specifically polyester, with the printing applied on 

t i 

both sides of the polyester sheet. This entire structure is then fcppUed 
to a polypropylene contact lens case with an adhesive preyi^u^ly 

j applied to the bottom side of the aluminum foil sheet. The 

Examiner's attention is drawn to column 2 at lines 51-57 wherein Abrams admits receiving the 
"...foil laminate... as a continuous sheet or web from a suitable supply 
roll 0r the like. " 

Referring now to the drawing at the right labeled Suess, et al., in view 
of A&rams, *527, the structure of Suess, et al., (the protective layer, first 
and second lacquers and the adhesive) are shown laminated to the 
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aluminum foil according to Abrams with the carrier of Suess, et al., removed. Thik entire 
structure is then applied to the blister pack as recited in Abrams in column 1 at line 20 vj/hich is 
identical to the contact lens case of Abrams, et al. The Examiner correctly states that Kbrajim 
and Suess, et al., are analogous art but it should be abundantly clear that as they are different 
from each other, each is also different from Applicants' disclosure. Therefore, as Sues$, et ;al. 5 
do not teach Applicants' disclosure, and Abrams does not teach Applicants' disclosure, the 
combination with Abrams, '527, also does not teach Applicants' disclosure. Thus, Ap|>licabts 
believe that the rejection of claims 1-20 based on use of the terms "metallic" combined? with 
"embossing foil" shows only the recited reference of Abrams and therefore respectfully |rei^iiest 
reconsideration and allowance of claims 1 - 20. If the Examiner persists in this r^eetion, 
Applicants also respectfully request the Examiner's assistance with language acceptably tp the 
Examiner to render these claims allowable. ; ; 

The Final Office Action rejects claims 1 - 10 under 35U.S.C. 103(a) as being unpatentable 

over Abrams, U.S. 5,653,844 in view of Nelson, U. S. 4,724,026. Applicants present Ijeite the 

' IS 

additional drawings prepared by Applicants for the purpose of establishing visual refer^ncje for 

I ] ; 

the Examiner's rejections in the first Office Action similarly show how Applicants' <H4clj>sUre 
differs from Nelson and Abrams in view of Nelson. On the left is Nelson just after renkoVaj of 
the Carrier and the portion of colored layer, the metal layer, primer coat, adhesive a|d| print 
coat, in the middle is Abrams, as recited and at the right is Abrams in view of Nelson; with 
Nelson as the first printing. \ ; 
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Discarding the carrier, release and wedge of Nelson and applying the remainder as the first 
printing in Abrams as shown with the brackets yields Abrams in view of Nelson. Clearly, this is 
different from Applicants' disclosure and Applicants believe that the combination does npt,jeaeh 
Applicants' disclosure and therefore respectfully request reconsideration and allowing of 
Apphcants' claims presented in Amendment A. For further proof that none of the combinations 
suggested by the Examiner teach Applicants' disclosure, the Examiner is invited to layjeaph of 
the other specific drawings in turn alongside Applicants' disclosure to readily deternjine the 
differences. Apphcants respectfully request reconsideration and allowance of claims ;1 ".- 10. 
However, if the Examiner persists in this rejection, Applicants also respectfully reqlest jthe 
Examiner's assistance with language acceptable to the Examiner to render these: ciajms 
allowable. I ' • 

the Final Office Action states in paragraph 7 that Applicants' arguments to the rejec^iqns 1 pf 
the cjaims based on 35USC103(a) are not persuasive. Applicants respectfully request lhat jthe 
Examiner reconsider allowance of claims 1-20 with regard to the rejection based u$o?i the 
adjective "rolling" and its transitive verb root "roll" as equated with the noun "roll." Apjriijsajcrts 
do not claim the process of "rolling" onto a surface but rather claim a "roll" of decorative 
wrapping film to be used in a later process of wrapping a substrate. As with "foil" or '^hi'* or 
"embossing," " roll" has multiple meanings and it is the noun "roll" used in Applicants' cljuins; to 
indicate a package of material prepared for sale, not the process of rolling a lacquer iayerj ojito. a 
machine face as in Suess, et al. Applicants respectfully request the reconsideration of claims 1 - 
20 with regard to the noun roll. | 

Further in paragraph 7, the Final Office Action states that the intended use of the tfrcldudt 
claimed by Applicants carries little weight in determining the patentability of the pliir^. 
Applicants respectfully request that the Examiner reconsider allowance of claims I-2Q Iwith 
regard to the rejection based upon specific use references ^rim pieces" and ''frame elemdntp";as 
having little patentable weight advanced by the Examiner on pages 2 and 3 of the fim;GJffi<je 
Action and repeated verbatim on pages 2 and 3 of the Final Office Action. In Amend^e^t & 
Applicants removed the specific use references from all of the claims thus overcommg the 
Examiner's rejections in reference to the intended use having little patentable weight 
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Therefore, Applicants respectfully request reconsideration and allowance of claims 1 - 2d. 

Additionally, in paragraph 7 of the Final Office action, the Examiner says that Ap|>libairts 
interpret the embossing of Suess, et al., as a common practice of transferring an ink or jacqiier 
to a tnachine face and therefore the Examiner disagrees that the use of the Abstract langUge is 
a broadening of the disclosure of Suess, et al.,. As stated above and as is clear frpri ihe 
drawings gathered directly from Suess, et al., Suess, et al., is, in fact, merely applying 4 4* or 
lacquer to a machine face and thereafter etching the outer layer thereof and the only mention; of 
"embossing" is in the abstract of Suess, et al., and then only in the reference to the coijunohly 
known embossing foils readily available from a variety of manufacturers. Therefore Apj>lipnts 
respectfully request that the Examiner reconsider allowance of claims 1-20 with regard; to ihe 
rejection based upon the use of the abstract of Suess, et al., and Abrams as broadenjng ihe 
scope of the claims of these patents. In accordance with 37CFR1.72, use of the absti^cf for 
interpreting the scope of the claims is not proper. Applicants maintain that combining the mejtal 
substrate of Suess, et al., from column 2, line 53 or column 3, line 17 with the embossjrig| foil 
cited in the abstract is improper broadening of the disclosure of Suess, et al. Applicants jfutther 
maintain that combining the purchased foil laminate, cited in column 2 on line 14 of Abrains 
with the method of double side printing in the abstract is improper broadening of the dis^lopure 
of Abrams. Therefore, Applicants respectfully request reconsideration and allowance p4cl^ns 
1 -20. I M 

N : 

Applicants believe claims 1 - 20 are allowable over Suess, et al., Abrams, Nelson andjahy 
combination of these three references and with any other known prior art reference ia$ ho 
combination suggests a decorative molding wrapping film for decorating a molding comj>qsing 
at least one hot transfer inked foil carried on a carrier laminated onto a planar wrapping -film 
thereby creating a novel decorative molding wrapping film wherein the carrier is removefi from 
the decorative molding wrapping film. However, if the Examiner persists with the rej^ctjions 
based upon Suess, et al., in view of Abrams, or Abrams in view of Nelson, Ap^licjaijts 
respectfully request the Examiner's assistance in restructuring the claims to put these cl4irr|s in 
condition for allowance. I ! 

In Amendment A, timely filed on 08 July 2002, Applicants amended claims 1 -10 to 
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overcome the Examinees rejection of claims 1 -10 based on 35U.S.C.112, second paragraph, 
further amended claims 1, 2, 1 1, 12 and 20 to remove the specific use language, amended Sl&rhs 
1 - 20 to change the word 'Toil" to '"film" when referring to the decorative wrapping film, 
provided traverse of the rejection of claims 1 - 20 based upon 35 U.S.C. 103(a) and forttfpf 
provided traverse of the additional rejection of claims 1-10 based upon 35 U S.C.;ltf3(a) 
thereby placing this application in condition for allowance. Thus, claims 1 - 20 remain jin tfcs 
application and Applicants respectfully request allowance thereof 

In view of the above, an Action on the merits of this application, as amended, fcn& fen 

\ ■ i 

allowance thereof is respectfully requested. ■ 
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